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Status 
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2a)D This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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8) Q Claim(s) are subject to restriction and/or election requirement. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1 . This is in response to Applicants' communication dated December 28 5 2004. Election of 
claims 1-25 with traverse by the Applicants is acknowledged, j\rguments with regards to 
restriction/election are addressed below. Elected claims 1- have been examined. The 
rejections are stated below. 

Response to Arguments regarding Restriction/Election 

2. With respect to groupings of claims the reasons for restricting the claims into the 
categories have been presented in the last office action. However for the sake of clarity the 
following additional information is presented. The difference between a method and a system is 
akin to the difference between a process and an apparatus. As mentioned in the last office action 
the methods can be performed by a system configuration different from what is claimed in 
invention n. A utility of invention I is analyzing the client data with the investment analysis 
system, wherein the client data comprises financial data relating to a desired capital 
investment in medical resources for the medical facility whereas a utility of invention III 
is obtaining a financial analysis of a capital investment from a financial analysis system, the 
financial analysis comprising an evaluation of projected revenues and expenses relating to 
expected changes from implementing the capital investment. A utility of invention IV is 
investment analysis using projected financial statistics relating to changes in medical 
procedures expected from implementing a capital investment. Clearly the utilities of the three 
inventions (I, III and IV) are different from one another. 

Even though all the groupings are classified in the same class and subclass, the inventions 
are separate as discussed in the last office action. Business methods being a relatively new 
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technology from the standpoint of patents, several separate subcategories are grouped together in 
the same subclass even though one with ordinary skill in the art would clearly delineate these 
subcategories as warranting separate subclasses. Hence different fields of search are warranted. 
Unlike other art units, in Business methods a significant amount of the search is in non-patent 
literature. The statement by the applicants that "search and examination of the entire application 
can be made without serious burden" is not a test of "serious burden" imposed on the examiner. 

Accordingly the Examiner maintains the restriction of claims made in the last office 
action. Claims 26-67 are withdrawn from consideration as being drawn to the non-elected group. 
Applicants in replying to this office action are respectfully advised to cancel the non-elected 
claims. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

4. Claims 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Eder (US 
Patent 6,321,205 Bl) in view of Hosios et al (Reference U). 

With reference to claim 1, Eder teaches a method for analyzing a capital investment, 
the method comprising: providing access to an investment analysis system via a network 
(See Eder Column 9 lines 5-10); providing a network interface for communication with 
the investment analysis system, the network interface comprising a form for transmitting 
client data to the investment analysis system (See Eder Column 9 lines 5-50 and Column 
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8 lines 13-21); analyzing the client data with the investment analysis system, wherein the 
client data comprises financial data (See Eder Figure 8, Column 7 lines 29-31 and 
Column 1 1 line 64 - Column 12 line 30); generating an investment analysis report of the 
desired capital investment, wherein the investment analysis report is tailored to the client 
data (See Eder Figures 14-16, Column 7 lines 50-62 and Column 45 lines 13-41); and 
transmitting the investment analysis report to a client via the network (See Eder Column 
8 lines 15-21 and Column 46 line 61 - Column 47 line 8). 

Eder fails to teach the step wherein the capital investment is in medical resources 
for a medical facility and data comprises data relating to a desired capital investment in 
medical resources for the medical facility. 

Hosios teaches the step wherein the capital investment is in medical resources for 
a medical facility (See Hosios Abstract) and data comprises data relating to a desired 
capital investment in medical resources for the medical facility (See Hosios Pages 210- 
214). 

Both Eder and Hosios are concerned with providing information in relation to 
capital investments. It would have been obvious to one with ordinary skill in the art at the time 
of the current invention to modify the invention of Eder to include the teaching of Hosios. The 
combination of the disclosures taken as a whole suggests that investors in the medical system 
would have benefited from the systematic analysis provided by the combination. 

With reference to claims 2-9 and 15-25, Eder teaches the steps of coupling the 
investment analysis system to the Internet (See Eder Column 8 lines 1 1-13); storing at 
least a portion of the client data, and tailoring the form for the client according to the 
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portion of client data (See Eder Column 8 lines 11-30); receiving the client data from the 
network interface at the investment analysis system via the network (See Eder Column 9 
lines 5-40); receiving an investment cost for the desired capital investment; receiving a 
financing amount for the desired capital investment (See Eder Column 3 lines 7-9 and 
Column 23 lines 13-15); receiving financing terms for the desired capital investment (See 
Eder Column 22 lines 20-50) including receiving an interest rate (See Eder Column 23 
lines 5-10); receiving an internal discount rate set by the client for evaluating investment 
acceptability (See Eder Column 22 line 65 - Column 23 line 20, the cost of capital is the 
internal discount rate); receiving a projected inflation rate (old and well known); receiving a 
projected revenue generated by implementing the desired capital investment (See Eder 
Column 19 line 55 - Column 22 line 7 and Column 35 line 64 - Column 37 line 15); 
comprising receiving a projected revenue lost by implementing the desired capital investment 
(See Eder Column 19 line 55 - Column 22 line 7 and Column 35 line 64 - Column 37 
line 15); receiving a projected revenue deduction relating to the desired capital investment; 
receiving a desired timing for implementing the desired capital investment (See Eder 
Column 19 line 55 - Column 22 line 7 and Column 35 line 64 - Column 37 line 15); 
receiving a projected value of existing resources to be replaced by the desired capital 
investment (See Eder Column 1 1 lines 17-21, changes in capital requirements are interpreted 
to include projected value of existing resources to be replaced by the desired capital 
investment); receiving projected tax data for the enterprise (See Eder Column 22 lines 8-12 
and Column 23 lines 5-10); generating an investment analysis report comprises generating 
pro forma financial statements tailored to the client data (See Eder Column 13 lines 49-62); 
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generating an investment analysis report comprises generating a discounted cash flow 
analysis report (See Eder Column 10 lines 45-50); generating a discounted cash flow analysis 
report comprises generating a net present value analysis report (old and well known); and 
generating a discounted cash flow analysis report comprises comparing a plurality of the 
desired capital investments (old and well known). 

With reference to claims 10-14, Hosios teaches the steps of receiving medical procedure 
statistics expected to be changed by implementing the desired capital investment; receiving 
projected statistics for a new medical procedure generated by the desired capital investment; 
receiving projected statistics for a lost medical procedure from implementing the desired 
capital investment; receiving a projected mix of payor types for a medical procedure; and 
receiving the projected mix for inpatients and outpatients at the medical facility (See Hosios 
pages 210-214) 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

(a) Watson (US Patent 6,581,0145 Bl) (June 17, 2003) Asset Management System for 
Analyzing the Condition of Assets and Evaluating Repair/replacement Options. 

(b) Sandretto (US Patent 5,812, 988) Method and system for Jointly Estimating Cash 
Flows, Simulated returns, risk Measures and Present Values for a Plurality of Assets, 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Narayanswamy Subramanian whose telephone number is 
(571) 272-6751. The examiner can normally be reached Monday-Thursday from 8:30 AM to 
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7:00 PM. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached at (571) 272-6747. The fax phone number for the 
Patent Office where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

N. Subramanian 
April 30, 2005 




Jagdish N. Patel 
Primary Examiner 



